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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )[3 Responsive to connmuniGation(s) filed on 22 December 2002 . 
2a)^ This action is FINAL. 2b)0 Tills action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-24 Is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) K1 Claim(s) 1-24 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 22 December 2002 is/are: a)lEI accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) D The proposed drawing correction filed on is: 3)0 approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)DAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 



1) ^ Notice of References Cited (PTO-892) 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) O Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 



4) Q Interview Sumnnary (PTO-413) Paper No(s). 

5) □ Notice of informal Patent Application (PTO-1 52) 

6) n Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 10 
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DETAILED ACTION 



Drawings 

1 . The changes to the drawings have been reviewed and are approved. 

Double Patenting 

2. The nonstatutory double patenting rejection is withdrawn based on the terminal 
disclaimer submitted by the registered attorney on 12/23/02. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would have been obvious at the time the invention 
was made to a person having ordinary skill in the art to which said subject matter pertains. Patentability 
shall not be negatived by the manner in which the invention was made. 

4. Claims 1-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over Brown, 
Pinnisi & Michaels, PC (www.lightlink.com/bbm, Screen Print, 1/17/1999) in view of 
InventNet (www.inventnet.com. Screen print, 1 1/1 1/1998). 

5. As per independent Claims 1,8, 11, 15, 21, and 24, BPM discloses a computer 
implemented method (method of operating an information service, method of operating 
an information system, a computer program product encoded in a computer readable 
medium) for transacting intellectual property annuity, maintenance or renewal fee 
payments, the method comprising: providing, responsive to docket data, information 
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6. 
7. 

8. 



representative of one or more intellectual property matters and one or more fee payments 

associated therewith, wherein the fees include one or more of: annuity, maintenance or 

renewal fee payments; and in response to selection by a user of one or more of the 

intellectual property matters and associated one or more fee payments, initiating 

performance of the selected one or more fee payments, and substantially coincident with 

initiatinR thereof , initiating a payment transaction corresponding to the selected one or 

more fee payments between the user and an intellectual property annuity, maintenance or 

renewal fee payment service (www.lightlink.com/bbm). 

BPM fails to distinctly disclose one or more target jurisdictions. 

InventNet teach the registration and selection of one or more target jurisdictions 

(www.inventnet.com). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have included one or more target jurisdictions as disclosed by 
InventNet in the system disclosed by BPM, for the advantage of providing a method of 
transacting an intellectual property service with the ability to widen customer services 
capabilities by offering intellectual property services in a multitude of jurisdictions (US 
and foreign). 

As per Claim 2, BPM and Invent Net disclose wherein the intellectual property services 
include one or more of paying an annuity of maintenance fee, making an intellectual 
property filing on behalf of the user, and preparing and/or fiUng target jurisdiction- 
specific and associate-specific form documents for directing and or effecting the filing 
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and/or payment thereof (BPM: www.lightlink.com/bbm) (InventNet: 
www.inventnet.com). 

10. As per Claim 3, BPM and Invent Net disclose wherein the fee transacting includes one or 
more of authorizing a debit of deposit account, supplying an invoice, and processing the 
fee via a payment system (BPM: www.lightlink.com/bbm) (InventNet: 

www. inventnet . com) . 

11 . As per Claim 4, BPM and Invent Net disclose presenting a user with one or more target 
jurisdictions and one or more respective associates for each of at least a portion of said 
target jurisdictions , wherein the fees associated with a particular one or ones of the 
intellectual property services are further particularized by target jurisdiction and/or said 
one or more respective associates (BPM: www.lightlink.com/bbm) (InventNet: 
www. in ventnet . com) . 

12. As per Claim 5, BPM and Invent Net disclose automatically initiating the providing of 
information representative of one or more intellectual property services in response to a 
docket event for a particular intellectual property matter corresponding thereto (BPM: 
www.lightlink.com/bbm) (InventNet: www.inventnet.com). 

13. As per Claim 6, BPM and Invent Net disclose retrieving information characterizing an 
intellectual property application corresponding to one or more intellectual property 
services from a data store; and calculating the associated one or more fees based on at 
least a portion of the intellectual property application information (BPM: 
www.lightlink.com/bbm) (InventNet: www.inventnet.com). 
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14. As per Claim 7, BPM and Invent Net disclose supplying information encoding the 
selected one or more intellectual property services and the associated one or more fees for 
use in an accounting system (BPM: www.lightlink.com/bbm) (InventNet: 
www.inventnet.com). 

15. As per Claim 9, BPM and Invent Net disclose wherein the providing of information 
representative of one or more intellectual property matters and associated one or more fee 
payments, and the initiating performance of the selected fee payments are performed by 
the intellectual property annuity, maintenance or renewal fee payment service (BPM: 
www.lightlink.com^bm) (InventNet: www.inventnetxom). 

16. As per Claim 10, BPM and Invent Net disclose wherein at least the providing of 
information representative of one or more intellectual property matters and associated 
one or more fee payments is performed by an intermediary separate from the intellectual 
property annuity, maintenance or renewal fee payment service (BPM: 
vmw.lightlink.com/bbm) (InventNet: www.inventnet.com). 

17. As per Claim 12, BPM and Invent Net disclose wherein the distributing is responsive to 
selection by the user of one or more of the target jurisdictions and, for each selected 
target jurisdiction, a respective one or ones of the associates (BPM: 
www.lightlink.com/bbm) (InventNet: www.inventnet.com). 

18. As per Claim 13, BPM and Invent Net disclose wherein the distributing includes 
supplying, on a periodic basis, to the user, of the computer readable encoding of fees. 

19. As per Claim 14, BPM and Invent Net disclose wherein the distributing is encoded by or 
transmitted in at least one computer readable medium selected from the set of a disk, CD- 
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ROM, tape or other magnetic, optical, or electronic storage medium in a network, wire 
line, wireless or other communications medium (BPM: www.lightlink.com/bbm) 
(InventNet: www.inventnet.com). 

20. As per Claim 16, BPM and Invent Net disclose wherein for a particular selected target 
jurisdiction and associate combination, the one or more fees include: one ore more 
official fees for an intellectual property filing in the particular selected target jurisdiction ; 
and one or more service fees of the selected associate for performing the selected at least 
one intellectual property service (BPM: www.lightlink.com/bbm) (InventNet: 

www. in ventnet . com) . 

21. As per Claim 17, BPM and Invent Net disclose wherein the originating node includes a 
computer of the managing attorney or intellectual property owner; and wherein the target 
nodes include computers of respective associates configured to electronically receive at 
least partial instructions concerning an intellectual property filing from the managing 
attorney or intellectual property owner via the intellectual property service portal (BPM: 
www.lightlink.com/bbm) (InventNet: www.inventnet.com). 

22. As per Claim 1 8, BPM and Invent Net disclose wherein the originating node includes a 
web browser; wherein the intellectual property service portal includes a web server; 
wherein the selection of at least one intellectual property service, the supplying of the 
information representative of one or more fees, and the transacting of the one or more 
fees are achieved at least in part, using internet protocol traffic between the web browser 
and the web server (BPM: www.lightlink.com/bbm) (InventNet: wvm.inventnet.com). 
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23. As per Claim 19, BPM and Invent Net disclose wherein the intellectual property filing 
portal if further responsive to registration by the associates of information representative 
of one or more fees corresponding to the associate ; wherein the supplied information 
representative of one or more fees include those registered by the selected associates 
(BPM: www.lightlink.com/bbm) (InventNet: www.inventnet.com). 

24. As per Claim 20, BPM and Invent Net disclose wherein the network includes one or more 
of a packet switched network segment, a circuit switched network segment, a public 
network segment, a private network segment, a public switched telecommunications 
network segment, and a virtual private network (BPM: www.lightlink.com/bbm) 
(InventNet: www.inventnet.com). 

25. As per Claim 22, Ferguson and Hunter disclose wherein the selection code and the fee 
transaction code are all executable on a same processor (BPM: www.lightlink.com/bbm) 
(InventNet: www.inventnet.com). 

26. As per Claim 23, Ferguson and Hunter disclose a computer program product encoded by 
or transmitted in at least one computer readable medium selected from the set of a disk, 
tape or other magnetic, optical, or electronic storage medium and a network, wire line, 
wireless or other communication medium (BPM: www.lightlink.com/bbm) (InventNet: 
www.inventnet.com). 



27. 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 
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28. The following patent is cited to further show the state of the art with respect to Foreign 
Patent application processing systems in general: 

U.S. Pat. No. 5,175,681 to Iwai et ai. 

Iwai discloses a computerized system for managing preparation a 
prosecution of applications for protection of industrial property rights in 
various countries. 

29. The following foreign patent is cited to show the best foreign prior art found by the 
examiner: 

Japanese Pat. No. JP 10171843 A to Nakamoto 

Nakamoto discloses an information monitoring system for patent application 
registration management, which searches differential indication files for 
obtaining differences between records of a monitoring object, and is output 
as a report data examination application - the system also includes 
assessment data and jurisdiction data management. 

30. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jonathan Ouellette whose telephone number is (703) 605- 
0662. The examiner can normally be reached on Monday through Friday, Sam - 4:30pm. 

31. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on (703) 308-2702. The fax phone numbers for 
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the organization where this application or proceeding is assigned are (703) 305-7687 for 
regular communications and (703) 305-3597 for After Final communications. 
32. Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 306-5484. 





